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Application/Control Number: 10/659,465 Page 2 

Art Unit: 3689 

1 . 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 

conditions and requirements of this title. 

2. Claims 1-6,8-24, are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

In order for a method to be considered a "process" under §101 , a claimed 
process must either: (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials). 
Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Rook, 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). If neither of these requirements 
is met by the claim, the method is not a patent eligible process under §101 and is non- 
statutory subject matter. With respect to the claims, the claim language does not 
include the required tie or transformation and thus is directed to nonstatutory subject 
matter. The examiner does not consider that the recitation of a return label constitutes 
a tie to another statutory class. 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
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For claim 4, it is not clear as to what the scope of "conforms to the USPS 
merchandise return service specifications". There is no antecedent basis for "the USPS 
merchandise return service specifications", 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 

351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

6. Claims 1-5,7-12,14-21,23, are rejected under 35 U,S,C, 102(e) as being 
anticipated by Hauser et al, (6536659), 

For claims 1,3,20,21,23, Hauser discloses a method and system for enabling the 
return of products by sending a return to a return center (service provider), A customer 
is provided with a bar coded return label as claimed. See column 3, line 43 to column 4, 
line 35, The destination address is on the label as claimed. The label has bar coded 
data that is relevant to the return of the merchandise (identification of the transaction) 
and includes the merchant identification. Also, with respect to reciting what the data is 
that is on the label, unless the data is somehow used in a further method step of the 
claim in a functional manner, this is directed to non-functional descriptive material (in a 
similar sense to a printed matter issue for a return label as an article). The claim will not 
be rendered patentable by the mere recitation to non-functional descriptive material. 
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For claim 20, tine recitation regarding the notification is directed to non-functional 
descriptive material. Unless the notification is acted upon in a further method step it will 
not serve as a limitation. Also in Hauser it is disclosed that the return label and the 
return can be pre-authorized. 

For claim 2, this claim is directed to non-functional descriptive material. Reciting 
the name of the return provider is just descriptive language that does not serve as a 
further structural limitation. 

For claim 4, as this claim is best understood by the examiner, the address on the 
return label complies with the USPS specifications; otherwise, the packages would 
never be able to be mailed. 

For claim 5, see column 2, lines 17-23 where the claimed limitation is disclosed. 

For claim 7, Hauser discloses that the return label can be received via email or 
via the Internet. See column 4, lines 30-35 and/or column 4, lines 1-15. When using 
email to receive a return label, this is using the Internet as claimed. 

For claim 8, the scope of the claim is open to the data being just one of shipping 
origin or identification of the transaction. Hauser satisfies what is claimed due to the 
identification of the transaction being disclosed. Applicant has not further recited or 
narrowed the claim to require that the shipping origin be included on the return label. 

For claim 9, see column 4, lines 16-35. 

For claim 10, claiming that the data is RFID data is not a further recitation to 
structure or a method step. Data is data. The format the data is stored in can vary but 
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claim 10 is not reciting that there is an RFID tag or device, just that the data is RFID 
data. Hauser satisfies what is claimed, 

For claims 11,14-19, this claim is directed to non-functional descriptive material. 
Also, with respect to reciting what the data is that is on the label, unless the data is 
somehow used in a further method step of the claim in a functional manner, this is 
directed to non-functional descriptive material (in a similar sense to a printed matter 
issue for a return label as an article). The claim will not be rendered patentable by the 
mere recitation to non-functional descriptive material. 

For claim 12, this claim is also directed to non-functional descriptive material. 
This claim is just reciting a description of the destination. Unless the package is 
claimed as actually being shipped, this is non-functional descriptive material. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C, 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 6,22,24, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hauser et al. (6536659). 

For claim 6, not disclosed is that the return label is attached to an invoice. 
Hauser discloses that the return label can be included with the merchandise when it is 
initially purchased, see column 2. The minor difference of reciting that the return label is 
attached to an invoice is considered to be obvious to one of ordinary skill in the art. 
One of ordinary skill in the art would understand that the return label could simply be 
placed in the container that the merchandise is sold in, or can be attached to an invoice 
that would be included with the merchandise. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to attach the return label to 
an invoice. This involves no more than ordinary skill in the art. 

For claim 22, the examiner takes official notice of the fact that it is known in the 
art of shipping that an item can be shipped and after shipping the shipping charges are 
assessed. This is known in the art as "reverse manifesting", where the shipping 
charges are assessed after the package has been received at its destination. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to assess shipping charges as claimed. 

For claim 24, the machine readable data is used to determine if the merchant will 
accept the return after it has been received at the return center. After this determination 
is made, at some point it would have been obvious to one of ordinary skill in the art to 



Application/Control Number: 10/659,465 Page 7 

Art Unit: 3689 

inform the customer of information regarding the return. This could be as simple as a 
notification to the customer that the items have been received. 

10. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hauser 
et al. (6536659) in view of Junger (6085172). 

For claim 13, not disclosed is that the return provider maintains multiple return 
centers. Junger discloses a merchandise return system that has regional return centers 
that merchandise is returned to as opposed to having only one return center for the 
entire county. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to have multiple return centers so that merchandise can be 
shipped to a regional return center that is closest to the customer. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis Ruhl whose telephone number is 571-272-6808. 
The examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Janice Mooneyham can be reached on 571-272-6805. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dennis Ruhl/ 

Primary Examiner, Art Unit 3689 



